United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Track-mark Office 

Address: COMMISSIONER FOR PATENTS 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. CONFIRMATION NO. 


I0/5K0.M4 


05/07/2007 


21552 7590 03/19/2010 

AUSTIN RAPP & HARDMAN 
170 South Main Street, Suite 735 
SALT LAKE CITY, UT 84101 


Andrew Holmes 


SALONE, BAYAN 


PAPER NUMBER 


NOTIFICATION DATE | DELIVERY MODE 
03/19/2010 ELECTRONIC 


Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

usplocoiTcspondenceCn'Huslin-rapp.com 


PTOL-90A (Rev. 04/07) 


l/ffflrC? nVrliUli Otfff Iff ids y 

Application No. 

10/580,644 

Applicant(s) 

HOLMES, ANDREW 

Examiner 

BAYAN SALONE 

Art Unit 

3726 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) U9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^9 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 25 May 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attach ment(s) 

^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

El Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 05/03/2007 . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 2010021 3 


Application/Control Number: 10/580,644 
Art Unit: 3726 


Page 2 


DETAILED ACTION 
Drawings 

Figure 1 should be designated by a legend such as --Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the claimed limitations 
of Claim 7 must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
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changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 


Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation " the desired reduction in depth of the finished 
cellular beam" in the last two lines of the claim. There is insufficient antecedent basis 
for this limitation in the claim. The claim language only addresses specific steps being 
performed on the universal beam and fails to establish an initial cellular beam or 
finished universal beam that is produced as a result of the process. Furthermore, 
applicant needs to amend claim 1 significantly in an effort to accurately claim the 
invention. For example, while it is clear from Figure 3 of the drawings that the resulting 
cellular beam (a) actually has a depth which is smaller than the depth of the original 
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beam (b), this is not the case for the embodiment of Figure 2. As shown in Figure 2, the 
depth of the cellular beam (a) is actually increased relative to the depth of the original 
beam (b). Does applicant intend for claim 1 to only cover the Figure 3 embodiment? 

Claims 2 and 9 recite the limitation "wherein the depth of the finished cellular 
beam is less than that of the universal beam from which it is produced ". There is 
insufficient antecedent basis for these limitations in the claim. As previously stated; the 
claim only claims the process being performed on the universal beam and fails to make 
mention of an initial cellular beam or finished universal beam that is produced as a 
result of the process. 

Claims 3 and 4 recite "the cut along the web". There is insufficient antecedent 
basis for this limitation in the claim. It is unclear as to whether the applicant is referring 
to the first cut or the second cut of claim 1 . It is suggested that the claims be amended 
to specify whether the applicant is referring to the first cut or the second cut. 

Claim 5 recites the limitation "wherein the beams are separated". There is 
insufficient antecedent basis for this limitation in the claim. Claim 1 states that only the 
cut halves of the universal beam are separated. There is no mention of multiple beams 
that are separated. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 5, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Diamond (US Patent No. 2,990,038). 

3. Regarding Claim 1 , Diamond discloses a method of producing a structural beam 
(71) with openings located in the web (38), which comprises the steps of taking a 
universal beam (30), making a cut (42) (i.e. in a direction opposite of the first cut) 
generally longitudinally along the web (38) thereof, making a second cut (48) along the 
web (38) on a path differing from the first path of the first cut (42), separating the cut 
halves (64, 66) of the beam (30), and welding the halves (64, 66) together, 
characterized in that: a width of material or ribbon is defined by the two cuts (42, 48) of 
an amount equal to the desired reduction in depth (the space shown between the cuts 
made to remove the ribbon of material effectively reduces the depth of the beam, versus 
the beam being cut wherein no material is removed; see Figs. 9 and 1 0) of the finished 
cellular beam (71) (Col. 3, Line 9-Col. 4, Line 12, Figs. 6-11). 

4. Regarding Claim 5, Diamond discloses a method according to claim 1, wherein 
the beams are separated and moved longitudinally relative to one another before being 
welded together (Col. 3, Lines 63-67). 

5. Regarding Claims 8 and 9, it is noted that these claims are product-by-process 
claims. Product-by-process claims are not limited to the manipulations of recited steps, 
only the structure implied by the steps. See MPEP 21 13 Product-by Process claims. 
Diamond discloses a finished cellular beam (71) comprised of two structural beam 
halves welded together (Col. 3, Lines 63-70, Fig. 11). 
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6. Claims 1, 3-5, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Walker (US Patent No. 4,894,898). 

7. Regarding Claim 1 , Walker discloses a method of producing a structural beam 
with openings located in the web, which comprises the steps of taking a universal beam 
(10), making a cut (18) generally longitudinally along the web thereof, making a second 
cut (20) along the web on a path differing from the first path of the first cut (18), 
separating the cut halves of the beam, and welding the halves together, characterized in 
that: a width of material or ribbon (22, 23) is defined by the two cuts (18, 20) of an 
amount equal to the desired "reduction in depth" (the spaces 22 and 23 shown between 
the cuts (18, 20) made to remove the ribbon of material effectively reduces the depth of 
the beam, versus the beam being cut wherein no material is removed; see Figs. 1A and 
1 B) of the finished cellular beam (Col. 2, Line 49-Col. 3, Line 1 0, Figs. 1 A and 1 B). 

8. Regarding Claims 3 and 4, the aforementioned rejection as applied to claim 1 
remains as previously applied. Walker discloses a method wherein the cuts along the 
web (1 8, 20) can be such that any shape of openings (Col. 3, Lines 38-41 , Figs. 2A and 
3A) and any position of the openings can be obtained (Col. 4, Lines 18-26, Figs. 2A- 
4B). 

9. Regarding Claim 5, Walker discloses a method according to claim 1 , wherein the 
halves of the beam are separated and moved longitudinally relative to one another 
before being welded together (Col. 3, Lines 5-10, Figs. 1A and 1B). 

10. Regarding Claims 8 and 9, it is noted that these claims are product-by-process 
claims. Product-by-process claims are not limited to the manipulations of recited steps, 
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only the structure implied by the steps. See MPEP 21 13 Product-by Process claims. 
Walker discloses a finished cellular beam (10) comprised of two structural beam halves 
welded together (Col. 2, Line 49-Col. 3, Line 10, Figs. 1Aand 1B). 

11. Claims 1, 2, 6, 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by either Townsend (US Patent No. 2,277,615), Nilsson (US Patent No. 5,725,247), or 
Booher (US Patent No. 4,586,646). 

12. Regarding Claims 1 , 2, 6, 8 and 9, Townsend discloses a method of forming a 
structural beam (A) with openings located in the web (the openings being the channels 
defined on either side of the beam by the l-shaped cross-section), which comprises the 
steps of taking a universal beam (A) making a cut (along surface 24) generally 
longitudinally along the web (12) thereof, making a second cut (along surface 25) along 
the web (12) on a path differing from the first path of the first cut, separating the cut 
halves (19, 20) of the beam (A) from the interior cut portion, and welding the halves 
together, characterized in that: a width of material or ribbon (18) is defined by the first 
and second cuts of an amount equal to the desired "reduction in depth" of the finished 
cellular beam; wherein the depth of the finished beam is less than that of the original 
beam (A) from which it is produced and wherein the two halves (19, 20) of the cut beam 
(A) are not moved longitudinally relative one another before being welded together (Col. 
2, Line 14-Col. 4, Line 10, Figs. 4 and 5). 

13. Regarding Claims 1, 2, 6, 8 and 9, Nilsson discloses a method of forming a 
structural beam (7) with openings (20, 21) located in the web, which comprises the 
steps of taking a universal beam (2) making a cut (13) generally longitudinally along the 
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web (3) thereof, making a second cut (14) along the web (12) on a path differing from 
the first path of the first cut (1 3), separating the cut halves (1 0, 1 1 ) of the beam (7) from 
the cutout portion defined by the first and second cuts, and welding the halves together, 
characterized in that: a width of material or ribbon (a wedge shaped recess) is defined 
by the two cuts (13, 14) of an amount equal to the desired "reduction in depth" of the 
finished cellular beam (7); wherein the depth of the finished beam is less than that of the 
original beam (2) from which it is produced and wherein the two halves (10, 11) of the 
cut beam (2) are not moved longitudinally relative one another before being welded 
together (Col. 1 , Lines 9-20 and Col. 2, Line 39-Col. 3, Line 29, Figs. 1 , 4 and 5). 
14. Regarding Claims 1,2,6,8 and 9, Booher discloses a method of forming a 
structural beam (74), with openings (71 ) located in the web, which comprises the steps 
of taking a universal beam, making a cut (72) generally longitudinally along the web (1 2) 
thereof, making a second cut (73) along the web (51) on a path differing from the first 
path of the first cut (72), separating the cut halves (41 , 46) of the beam, and welding the 
halves together, characterized in that: a width of material or ribbon is defined by the two 
cuts (72, 73) of an amount equal to the desired "reduction in depth" of the finished 
cellular beam (74); wherein the depth of the finished beam is less than that of the 
original beam from which it is produced and wherein the two halves (41 , 46) of the cut 
beam are not moved longitudinally relative one another before being welded together 
(Col. 4, Lines 10-64, Figs. 1, 10 and 11). 
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Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walker 
(US Patent No. 4,894,898). 

17. Regarding Claim 7, the aforementioned rejection as applied to claim 1 remains 
as previously applied. Walker does not explicitly disclose wherein two or more universal 
beams are cut and separated into halves and the halves from different cut universal 
beams are used to produce asymmetrical cellular beams. However Walker does 
disclose a method wherein a universal beam is cut and separated into halves and the 
halves are rotated to produce an asymmetrical cellular beam (Col. 4, lines 9-29, Figs. 
5A and 5B). It would have been obvious to one of ordinary skill in the art at the time of 
invention to cut and separate multiple universal beams into halves, the halves then 
taken from different cut universal beams and used to produce asymmetrical cellular 
beams, since one of ordinary skill in the art would have realized that such a process is 
essentially equivalent to that disclosed by Walker, and the selection of either process 
would have been an obvious matter of design choice. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BAYAN SALONE whose telephone number is (571)270- 
7739. The examiner can normally be reached on M-Th, 7:30 AM-5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571)-272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BAYAN SALONE/ 
Examiner, Art Unit 3726 


/DAVID P. BRYANT/ 

Supervisory Patent Examiner, Art Unit 3726 


